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A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 5 August 2008 has been entered. 

The disclosure is objected to because of the following informalities: In the replacement 
paragraph to the second paragraph of page 2, note that the status information for the cited co- 
pending application "09/699783" (e.g. "Petition to Revive Granted September 29, 2006") should 
be identified as —pending— until such time that it's status changes. Appropriate correction is 
required. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 1, 6-8; 3, 1 1 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
either Tsukamoto et al. 

Tsukamoto et al (e.g. Figs. 3A-3C) discloses a filter apparatus including a plurality of 
resonators comprising: a first resonator (e.g. 2a); a second resonator (e.g. 2b) disposed adjacent 
to and electrically coupled to the first resonator, where the first and second resonators are 
disposed in a common dielectric material or substrate (1) and have ends thereof which are not 
physically connected to each other (i.e. the ends of the first and second resonators terminate in 
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open circuit surfaces of the dielectric material). Note that for the first resonator (2a), a first one 
of the ends of the resonator is of a greater diameter (i.e. first end) than the remainder of the 
resonator. Therefore, the first end of the first resonator (2a) is spaced by a coupling distance (i.e. 
characterized as a "primary coupling", such as a capacitive coupling) from a first end of the 
second resonator (2b). Moreover, note that the first resonator and second resonator have opposite 
or "second" ends of the resonators that are spaced apart and coupled to each other (i.e. 
characterized as a "secondary coupling", such as a capacitive coupling), where the second 
coupling is such that it is different from or not the same as the first coupling (i.e. by virtue of the 
first resonator (2a) being linear at the second end while the second resonator (2b) has a greater 
diameter at the second end, the distance of the respective couplings would be different). It should 
be noted that from the orientation of the closer coupled first ends, this determines the degree of 
the primary coupling independent of the secondary coupling. 

With respect to claim 3, note that by virtue of the closer coupling of the first ends of the 
first and second resonators (2a, 2b), such a primary coupling provides a larger coupling interface 
relative to the lesser coupling interface at the second ends of the first and second resonators. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tsukamoto 
et al in view of the Setsune et al patent abstract (of record). 
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Note that Tsukamoto et al further discloses with respect to Fig. 10, a planar conductive 
layer filter embodiment of the invention. Moreover, it is disclosed that the planar filter of the Fig. 
10 embodiment may take the form of any of the previously disclosed filters shown in Figs 2-9, as 
described at column 7, lines 41-44 (i.e. including the Figs. 3A-3C embodiment). Therefore, 
Tsukamoto et al (Fig. 10) discloses the claimed invention except for the resonators being a HTS 
material disposed on a substrate of a specific dielectric material. 

As described previously, the Setsune et al abstract discloses planar resonators (e.g. see 
Fig. 3) made of a HTS material layer (3) of e.g. Bi-Sr-Ca-Cu-0 disposed on an MgO substrate 
(1). 

Accordingly, it would have been obvious in view of the references, taken as a whole, to 
have realized the planar resonators in Tsukamoto et al (i.e. the planar filter embodiment in Fig. 
10 in conjunction with the specific resonator embodiment of Figs. 3A-3C) to have included a 
HTS material disposed on an MgO substrate, such as taught by Setsune et al. Such a 
modification would have been considered obvious since it would have imparted the 
advantageous benefit of low loss signal conductivity, taught by the HTS configuration in Setsune 
et al, to the planar resonator filters of Tsukamoto et al, thereby suggesting the obviousness of 
such a modification. 

Applicant's arguments with respect to claims 1, 2, 6-10, 15; 4, 16-20; 1 1; 12 have been 
considered but are moot in view of the new grounds of rejection. 

Claims 9, 15 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all the limitations of the base claim and any 
intervening claim. 
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Claims 4, 5, 16-20; 12; 13, 14 are allowable over the prior art of record since none of the 
prior art references fairly teach or suggest first and second resonators being coupled by a 
coupling strip. 

Any inquiry concerning this communication should be directed to Benny Lee at 
telephone number 571 272 1764. 
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